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DETAILED ACTION 

1 . This Office Action is responsive to tine amendment filed on 4/1 3/2009. 

2. Tine objections and rejections not addressed below are deemed withdrawn. 

3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office Action. 

Claim Rejections - 35 USC § 103 

4. Claims 1, 3, 4, and 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bailey et al, US4461873, of record. 

The rejection stands as per the reasons outlined in the previous Office Action, 
incorporated herein by reference. 

5. Claims 5-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Moriguchi et al, US4536550. 

The rejection under 35 U.S.C 103(a) stands as per the reasons outlined in the 
previous Office Action. 

Response to Arguments 

1. Applicant's arguments filed 04/13/2009 with respect to the rejection of claims 
over Bailey, US4461873, have been fully considered but they are not persuasive. 

2. Applicant argues that the disclosure of Bailey that the molecular weight 
distribution, Mw/Mn, is less than 10 covers both homogeneous and heterogeneous 



Application/Control Number: 10/590,750 Page 3 

Art Unit: 1796 

branching and tlierefore does not disclose tine claimed "homogenously branched 
polymer" or the numerical range of 1 .5 to 3. Applicant further argues that Bailey prefers 
the use of polymers that have MJMn in the range of 4-9 and are preferably prepared via 
methods that result in heterogeneous branching. 

3. "A reference may be relied upon for all that it would have reasonably suggested 
to one having ordinary skill in the art, including non-preferred embodiments," see Merck 
& Co. V. Biocraft Laboratories, 874 F.2d 804, 10 USPQ2d 1843 (Fed. Cir.). It has also 
been held that "disclosed examples and preferred embodiments do not constitute a 
teaching away from a broader disclosure or non-preferred embodiments," see In re 
Susi, 440 F.2d 442, 169, USPQ 423 (CCPA 1971) (MPEP § 2123 [R-5]). Finally, in the 
case where claimed ranges overlap or lie inside ranges disclosed by the prior art, a 
prima facie case of obviousness exists, see In re Wertheim, 541 F.2d 257, 191, USPQ 
90 (CCPA 1976); In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed. Cir. 1990) 
(MPEP §2144.05 [R-5]). 

4. As discussed in the previous Office Action, Bailey discloses that the high 
molecular weight component is characterized by MJMn that is less than 10 (see Table 
I). Bailey's preference for polymers having MJMn in the range of 4-9 does not 
constitute a teaching away from the broader range disclosed by the reference. As the 
prior art range overlaps the claimed range of 1 .5 to 3, it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to prepare the film of 
Bailey using a high molecular weight polymer having the claimed MJMn. The examiner 
notes that applicant states in paragraph 4, page 5 of the remarks filed on 04/13/2009 
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that a molecular weight distribution of 1.5 to 3 corresponds to a homogeneously 
branched polymer. The examiner therefore maintains the position that it would have 
been obvious to one of ordinary skill in the art to prepare the claimed film in view of 
Bailey. 

6. Applicant's arguments regarding the rejection of claims 5-16 over Moriguchi et al, 
US4536550 have been fully considered but they are not persuasive. 

7. Applicant argues that Moriguchi does not teach compositions comprising 
specified amounts of a fraction having a molecular weight < 10,000 and specified 
amounts of a fraction having a molecular weight > 1,000,000. Applicant further argues 
that unexpected results are obtained from said compositions, and references the data 
from Table 2 of the specification as evidence of said results. 

8. Regarding the composition containing specific amounts of each fraction, as 
discussed in paragraphs 24-25 of the Office Action mailed on 6/26/2008, Moriguchi 
discloses a composition comprising polyethylene A, having molecular weight of 5,000 to 
90,000 and corresponding to the claimed fraction < 10,000; polyethylene B, having 
molecular weight from 50,000 to 500,000; and polyethylene C, having molecular weight 
from 100,000 to 1,500,000, corresponding to the claimed fraction > 1,000,000. The 
overall composition comprises 10-75% by weight polyethylene B and, by extension, 25- 
90% polyethylene A+ polyethylene C. Based on Moriguchi's teaching that the ratio of 
A:C falls in the range of 70:30 to 30:70, the amount of both A and C in the composition 
of Moriguchi would fall within the range of 7.5 to 66.5%. As the ranges for A and C 
overlap the claimed ranges for the fraction < 10,000 and ^ 1,000,000, the examiner 
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maintains tliat it would liave been obvious to prepare a composition liaving said 
fractions in view of Moriguchi. 

9. Regarding applicant's arguments of unexpected results, the examiner notes that 
the combination of a fraction > 1,000,000 and a fraction < 10,000 is only recited in the 
dependent claims. Independent claim 5 only requires that the ethylene composition 
comprises a fraction having a molecular weight > 1,000,000; the claim does not require 
a fraction containing a molecular weight < 10,000. Conversely, independent claim 6 
recites a composition containing a fraction having a molecular weight < 10,000, but 
does not recite the presence of a fraction having a molecular weight > 1,000,000. 
Applicant specifically states in the remarks filed 04/13/2009 (see page 6, paragraph 2, 
first sentence) that, as shown in Table 2, it is necessary to have both fractions in 
specific amounts to achieve the allegedly unexpected results. The examiner therefore 
takes the position that the allegedly unexpected results are not commensurate in scope 
with the independent claims as currently written. 

10. Furthermore, the examiner notes that neither the specification text (Page 23, line 
25 to page 28, line 21) nor Table 1, which recites characteristics of the example resins, 
discloses the amount of said fractions in any of inventive Example 1 and Comparative 
Examples 1 and 2. The examiner therefore cannot determine how the inventive 
example differs from the comparative examples in terms of the amount of each fraction 
present in the composition or whether applicant has demonstrated that the allegedly 
unexpected results could be obtained commensurate with broadest combination of 
fractions (currently recited in dependent claim 7). The examiner therefore takes the 
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position tliat tliere are currently insufficient grounds on record for withdrawing the 
rejection of claims over Moriguchi. 

Conclusion 

5. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth In 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey Lenihan whose telephone number is (571)270- 
5452. The examiner can normally be reached on Monday through Thursday from 7:30- 
5:00 PM, and on alternate Fridays from 7:30-4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James J. Seidleck can be reached on 571-272-1078. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding tine status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/ Irina S. Zemel/ Jeffrey Lenihan 

Primary Examiner, Art Unit 1796 Examiner, Art Unit 1796 

/JL/ 



